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UNITED STATES SUPREME COURT 


Patricio UspEbDA v. AGAPITO ZIALCITA. 
en Court Repr., 1O5 
January 6, 1912. 


TRADE-MARK INFRINGEMEN PHILIPPINE STATUT! 
The provision of act No. 666, $9, of the Philippine Commission, 
] . PI 


forbidding the maintenance of any action for infringement of a trade- 
mark used by the complainant to deceive the public, defeats an in 


fringement suit brought b ne whose mark is itself an infringement 
upon an earlier and well-known mark 
2. PHinippINe STATUTE—EFFECT OF SPANISH REGISTRATION 


Registration of complainant’s mark in the Philippines under the 
Spanish sovereignty of the islands does not alter or improve its status, 
as a fraudulent imitation of another, though unregistered, mark. The 
recognition by the act of titles acquired by such registration is subject 
to the general principles of law elsewhere embodied in its provision. 

3. PHILIPPINE STATUTE—EFFECT ON EXISTING RIGHTS 

The application of $9 to the case of marks registered prior to 

Its passage does not give to that section a retroactive effect but merely 


odifies common principles of morality and fairness 


Appeal from a decree of the supreme court of the Philippine 
Islands, affirming a decree of the Manila court of first instance, 
in favor of defendant. Affirmed. 

For opinion below, see 13 Philippine Rep., 11. 
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Messrs. dldis B. Browne, Alexander Britton, Evans Browne. 
and [17. .d. Aincaid, tor appellant. 


NO appearance for appellee. 


Mr. Justice Honmes delivered the opinion of the court: 

The plaintiff and appellant is a manufacturer of gin, and 
sues to restrain the use of a trade-mark like his own, and to 
recover double damages. ‘The trade-mark consists of two con 
centric circles having the words Ginebra de Tres Campanas, and 
the plaintiff's name between them, and in the center a device of 
three bells (tres campanas) connected at the top by a ribbon and 
some ears of grain, with the words Extra Superior under the 
mouth of the bells. The plaintiff's autograph is reproduced across 
the middle of the circular space and the bells. More detail is 
unnecessary; but it may be mentioned that the plaintiff claims 
title under a grant from the governor general dated December 
16, 1898, and that the mark covered by the alleged grant had 
underneath the circles the word Amberes (Antwerp), indicat- 
ing imported gin, while that now used has Manila in the same 
place, and is applied to gin made in the Philippines. 

It may be assumed that the defendant's design has a de- 
ceptive resemblance to the plaintiff's notwithstanding a change 
from Tres Campanas to Dos Campanas, and the substitution of 
the defendant's autograph for the plaintiff's. And whether the 
plaintiff has a title to the mark now used or not, it also may be 
assumed that he might recover under the Philippine act of 
March 6, 1903, No, 666, § 4, compiled acts, p. 180, § 58, but for 
the following facts, on which the defendant had judgment in both 
courts below. 

The plaintiff's trade-mark in its turn closely imitates in most 
particulars a much earlier and widely known trade-mark of 
Van Den Bergh & Company of Antwerp. It is true that in the 
latter there is but one bell, and that the title correspondingly is 
Ginebra de la Campana, but the intent to get the benefit of the 
Van Den Bergh device is too obvious to be doubted. We do not 
go into the particulars of the different registrations, etc., of this 


atter, beginning with a Spanish certificate to the Antwerp firn 


in 1873. For although the plaintiff elaborately argues that under 
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the Spanish régime trade-mark rights could be acquired only by 
statutory registered grant; that Van Den bergh & Company 
never acquired any such rights in the Philippines; that 1f they 
did, they lost them by failing to register or lapse of time: and 
that he was free to get a registered title as against any certificate 
of theirs—those questions are immaterial in this case. With o1 


Wit itr 


ght, the earlier trade-mark was in widespread use an 
well-known, and the obvious intent and necessary effect of im 
itating it was to steal some of the good will attaching to it and t 
defraud the public. The courts below found the fraud -an | 
that both plaintiff's and defendant's marks were nothing more 


than variations upon the earlier mark. 


such a case the Philippine act denies the plaintiff's rig! 
ti ver. Act No. 666, $9. See § 12, and No. 744, $4. Com 
vile ts, $$ 03, 66. It is said that to apply the rule there laid 


down would be giving a retrospective effect to $9 as against thi 
alleged Spanish grant of December 16, 1898, to the plaintiff, 


contrary to general principles of interpretation and to article 





13 of the treatv of Paris, \pril 11, 1899, providing that 
the rights of propert secured by copyrights and patents 
shall continue to be respected. But the treaty, 1f applicable, 


can not be supposed to have been intended to contravene thi 
principle of $9, which cnly codifies common morality and fai 
ness. The section is not restrospective in any sense, for it intr 

». v. Hl’ood, 108 


U. S., 218, 27 L. Ed., 706, 2 Sup. Ct. Rep.. 436. Imposition 


/ ‘| 


quces no new rule. wer anh itfan \edicine ( 


ublic 1s not a ground on which the plaintiff can com 
into court, but it is a vet 


good ground for keeping him out « 


it. Even if Van Den Bergh & Company had no registered ti 


amd no such other rights under Spamish colonial law as_ they 
lave under act No. 666, $4, the imposition on the public was 
still there, and though not a matter of which the defendant could 
complain, it was a matter to which he could refer when the plain 
tiff sought to exclude him from doing just what the plaintiff had 


done himself. This certainly would have been our law, and we 


should assume. if material, that the same doctrine would have 
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prevailed in Spain, in the absence of the clearest proof to the 
contrary, which we do not find in the record or the brief. 

What we have said with reference to the plaintiff's claim 
under the treaty applies in substance to his argument that, by 
$14 of act No. 666, the Spanish certificate is conclusive evi- 
dence of the plaintiff's title. That section must be taken to be 
subject to general principles of law embodied in other sections to 
which we have referred. 

lf there was any claim intended to be put forward on the 
ground of unfair competition, the prayers of the complaint and 
the plaintiff's testimony show that such claim depended funda- 
mentally on the alleged infringement of trade-mark. Any mat- 
ters of fact in dispute were sufficiently disposed of by the con- 
current findings of the courts below. 


Judgment affirmed. 


UNITED STATES CIRCUIT COURT OF APPEALS 
BorDEN’s Ick CREAM Co., et al. v. BORDEN’s CONDENSED MILK Co 
(201 Fed. Rep., 510.) 

Seventh Circuit, November 14, 1912. 


TRADE-MARK—PERSONAL NAMI 


\ personal name is not susceptible of exclusive appropriation, and 
even its registration in the patent office can not make it a vali 
mark 

2. Unrate Competition—Test. 

The test of unfair competition is the passing off of the goods or 
business of one as that of another. The deception of the publ 
may be evidence of such passing off, but is not itself the basis 
action 


3. Unraik COMPETITION—SIMILARITY OF BUSINESS 
There can be no unfair competition unless there is competitior 


fact \ manufacturer of milk products who has never made. ice 
cream can not complain of the use of the like personal name by 
other firm, in the making of ice cream. The former’s intent to make 


ice cream in the future is immaterial. 


Appeal from an order of the United States district court, 
northern district of Illinois, granting a preliminary injunction. 
Reversed. 


For opinion below, see Reporter, Vol. 2, p. 194. 
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Statement of facts, by the court 

This is an appeal from an interlocutory order of injunction 
entered in the district court, restraining the appellants “from th 
use of the name ‘Borden’ in the manufacture or sale of 
ice cream and like articles, and the manufacture or sale of milk 
products in any of their forms, without plainly and in written 
or printed form attached to all cartons of such commodities, and 
upon all wagons or other vehicles used in the delivery of such 
commodities, and on all letter heads and other stationery going 
out to customers and to the public, and in all places where the 
name ‘Borden’s Ice Cream Company’ may hereafter appear in 
the transaction of any business by the defendants, advising pur 
chasers and the public in an unmistakable manner that the 
product of the defendants is not that of the complainant, *Bor- 
den’s Condensed Milk Company.’ ”’ 


The word “Borden” in the corporate name of the appellee 
was taken from the name of Gail Borden, who founded the 
business in the year 1857, and since that time it has been and 1s 
now a trade-name of great value, identified almost universally 
with the business of milk and milk products of the appellee and 
its predecessors. The trade-name “Borden,” or the word *Bor- 
den,” constitutes one of the principal assets of the appellee, and 
is widely known and identified with the good will and public 


favor enjoyed by it throughout the United States. 


On May 31, 1899, the appellee was incorporated under the 
laws of the state of New Jersey, with broad corporate powers, 
and specifically authorized “to manufacture, sell and otherwise 
deal in condensed, preserved and evaporated milk and all other 
manufactured forms of milk; to produce, purchase and sell fresh 
milk, and all products of milk; to manufacture, purchase and sell 
all food products; to raise, purchase and sell all garden, farm and 
lairy products; to raise, purchase and sell, and otherwise deal in, 
cattle and all other live stock; to manufacture, lease, purchase and 
sell all machinery, tools, implements, apparatus and all other 
articles and appliances used in connection with all or any of th: 
purposes aforesaid, or with selling and transporting the manu- 

tured or other products of the company; and to do any and all 
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things connected with or incidental to the carrying on of such 
business, or any branch or part thereof.” 

It may be stated in this connection that the charter of the 
company contains no express authority to manufacture or sell 
what is known commercially as ice cream. 

The record shows that the appellee uses in the disposition 
of its products some thirty-two brands, each one of which either 
contains the name “Borden,” or is used in connection with the 
name “Borden's Condensed Milk Company.” Of these brands 
sixteen specifically refer to condensed or evaporated milk, seven 
to candy, two to malted milk, one to coffee, one to butter, one to 
buttermilk, one to fluid milk, two to cream, and one to malted 
milk ice cream; and trade-marks have been registered on most 
of the brands. 


\ppellee has developed in the state of Illinois and the ci 
of Chicago, and elsewhere, a large business in the sale of fres’ 


milk and cream and evaporated milk to confectioners for use by 


_ = 


them in making commercial ice cream. It has expended large 
sums of money in promoting and advertising its business, an | 
particularly in extending the sale of the so-called ‘Borden's 
Peerless rand Evaporated Milk, Confectioners’ Size.” a high 
quality of evaporated milk inclosed in cans, especially designed 
for use in the manufacture of ice cream. 

Kor more than two vears prior to the filing of the bill in the 
district court, the appellee had been manutacturing a form of 
ice cream known as “Borden's Malted Milk Ice Cream.” which 


product is, as the name implies, an ice cream made with malted 


milk as its basic element, and is especially adapted for use in | 
hospitals. This malted milk ice cream, which hitherto has been 

| 
used only in hospitals, the appellee is about to place on the 


market for general use in competition with commercial ice cream. 

On May 25, 1911, the appellants Charles F. Borden, George 
\W. Brown, and Edgar \V. Stanley applied to the secretary of 
state of the State of Illinois for a license to incorporate under 
the name of “Borden Ice Cream Company.” On July 31. 1911, 
the appellee notified the individual appellants that the term 


“Borden” had become so firmly established in connection with the 
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hat the use of that word in coans 


lealing in milk products would lead to the 
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company has been or will be injured in any way in the business 
in which it is now engaged. Moreover, it does not appear that 
the malted milk ice cream manufactured by the old company 
will in any way come into competition with the commercial ice 
cream proposed to be put on the market by the new company. 
The bill was filed before the defendant had started to «i 
any business. The answer admits most of the material allega 


~* 


tions, but denies all fraudulent purpose. 


George IV. Brown and Wharton Plummer, of Chicago, I) 
for appellant. 


Pringle & Fearing, ot Chicago, Ill., for appellee. 


Before BAKER and SEAMAN, Circuit Judges, and Carpen 


District Judge. 


CARPENTER, District Judge.—A personal name, such as * Bor- 
den,” is not susceptible of exclusive appropriation, and even its 
registration in the patent office can not make it a valid trade- 
mark. Howe Scale Co. v. IVyckoff, 198 U. S., 134, 25 Sup. 
Ct.. 609, 49 L. Ed., 972; Elgin Natl. Watch Co. v. Illinois Watch 
Case Co., 179 U. S., 665, 21 Sup. Ct., 270, 45 L. Ed., 365; Singer 
Mfg. Co. v. June Mfg. Co., 163 U. S.. 169, 16 Sup. Ct.. 1002, 
41 L. Ed.. 118; Brown Chemical Co. v. Meyer, 139 U. S., 540, 
11 Sup. Ct., 625. 35 L. Ed., 247. 

There is no charge made in the bill that the appellant's are 
infringing, or propose to infringe, upon any technical trade- 
mark of the appellee, so we may dismiss any claim for relief 
upon that score. 

The only theory upon which the injunction in this case can 
be sustained is upon that known as unfair competition. Relief 
against unfair competition is granted solely upon the ground 
that one who has built up a good will and reputation for his goods 
or business is entitled to all of the resultant benefits. Good will 
or business popularity is property, and, like other property. will 
be protected against fraudulent invasion. 

The question to be determined in every case of unfair com- 
petition is whether or not, as a matter of fact, the name used 


by the defendant had come previously to indicate and designate 
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the complainant’s goods. Or, to put it in another way, whether 
the defendant, as a matter of fact, is, by his conduct, passing 
off his goods as the complainant’s goods, or his business as the 
complainant’s business 

It has been said that the universal test question in cases of 
this class is whether the public is likely to be deceived as to the 
maker or seller of the goods. This, in our opinion, is not the 
fundamental question. The deception of the public naturally 
tends to injure the proprietor of a business by diverting his cus- 
tomers and depriving him of sales which otherwise he might 
have made. This, rather than the protection of the public against 
Imposition, is the sound and true basis for the private remedy. 
That the public is deceived may be evidence of the fact that the 
original proprietor’s rights are being invaded. If, however, the 
rights of the original proprietor are in no wise interfered with, 
the deception of the public is no concern of a court of chancery. 
American IVashboard Co. v. Saginaw Mfq. Co., 103 Fed., 281. 
4g &. C. Au, agg, 50 L. KR. A, 6p 

Doubtless it is morally wrong for a person to proclaim, or 
even intimate, that his goods are manufactured by some other 
and well-known concern; but this does not give rise to a private 
right of action, unless the property rights of that concern are in 
terfered with. The use by the new company of the name “Bor 
den’ may have been with fraudulent intent; and, even assum 
that it was, the trial court had no right to interfere, unless the 
property rights of the old company were jeopardized. Nothing 


else being shown, a court of equity can not punish an unorthodox 


Yr immoral, or even dishonest trader: it can not enforce as 
such the police power of the state. 

In the case now under our consideration the old company 
(the appellee) never has manufactured what is known as com 
mercial ice cream. The new company (the appellant) was in- 
corporated for the sole purpose of manufacturing and putting on 
the market such an article. 

Nonexclusive trade-names are public property in their 
primary sense, but they may in their secondary sense come to 
be understood as indicating the goods or business of a particu- 


lar trader. Such trade-names are acquired by adoption and usage, 
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and belong to the one who first used them and gave them value in 
a specific line of business. It is true that the name of a pers 
may become so associated with his goods or business that an 
other person of the same or a similar name engaging in the sam«¢ 
business will not be allowed to use even his own name, without 
affirmatively distinguishing his goods or business. 

The secondary meaning of a name, however, has n 
significance, unless the two persons make or deal in the same 
kind of goods. Clearly the appellants here could make gloves, 
or plows, or cutlery, under the name “Borden” without infring 
ing upon any property right of the old company. If that is true, 


they can make anything under the name “Dorden”™ which the ap 


pellee has not already made and offered to the public. 
Stil CC, £2 Fed, 320: 
The name “Borden,” until appellants came int 
never hal been associated with commercial ice cream, Vv mak 


ing commercial ice cream the appellants do not come into 
petition with the appellee. [In the absence of competition, the | 
i] 


| company can not assert the rights accruing from what has 


( ( 


been designated as the secondary meaning of the word “Gorden.” 
The phrase “unfair competition” pre-supposes competiti 
some sort. In the absence of competition the doctrine can not 
be invoked. 

There being no competition between the appellants and ay 
pellee, we are confronted with the proposition that the appellee. 
in order to succeed on this appeal, has and can enforce a 
prietary right to the name “borden” in any kind of business, 
the exclusion of all the world. 

It is urged that appellant has power, under its charter, to 
make commercial ice cream, and that it intends some day to do 
so. If such intention can be protected at this time, it might well 
be that appellee. having enjoined appellants from making com 
mercial ice cream, would rest content with selling its evaporated 
milk to ice cream deaters, and never itself manufacture the 
finished product. But. as was well stated by Judge Coxe, in 
George v. Smith, supra: 
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yt evaporated or condensed milk to manufacturers of ice cream, 


and that, if the appellants are premitted to use the name “Bor- 


den” 11) he ice crean busin 3S, dealers probably will belt ve th il 


its ice cream iS mack ] appellee, and will in consequence Uy 


the finished product rather than the component parts, and _ that 


appellee's sales of evaporated or condensed milk will fall off, to 
its manifest damage. Such result would be too speculative and 
remote to form the basis of an order restraining men from using 


1 ° 1 


in their business any personal name, especially their own. 





\ppellee is in this position: If it bases its right to an in- 
Inction upon the doctrine of unfair competition, no my 
tition of any kind has been shown by the record. If it relies 
e which may result from appellant's 


upon some supposed damay 


: JS 


use of the name “Borden” in connection with inferior goods, 
the action is premature, because the appellants, as vet, hav 
neither sold nor made anything. 

The order of the district court must be reversed; and it is 


so ordered. 


- j ] >) , 
ICCOIA \ [, Pecem IC) Y, IQI2. 


Compt L 


The intentional us f labels made in imitation of those previous! 
employed by another is unfair competition 
UNFAIR COMPET ON DECEPTL 

Proof of actual deception is not required 1 Ses ym 
petition, where such dé tion appears to be the natural, and probable 


\ppeal from a decree of the United States district court, 
southern district of New York, in favor of defendants. Re- 


versed and remanded 


James H. Griffin, of New York (E. H. Fairbanks, of Phila- 
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delphia, Pa., and Robert M. Barr, of Somerset, Ohio, of 


counsel), for appellant. 
Wise & Seligsberg, of New York (E. E. Wise, of New 


York, of counsel), for appellees. 


Before Lacombe, Warp, and Noyss, Circuit Judges. 

PER CurtAM.—As we are of the opinion that the comp 
ant may obtain adequate relief upon its charge of unfair com- 
petition, we think it unnecessary to examine the charge of 
trade-mark infringement. And as the latter phase of the case 
may be laid out of consideration, we are not required to deter 
mine the preliminary question whether the complainant, by its 
own deception in the use of its alleged trade-mark, was disen 
titled to ask its protection. Certainly no such deception is 
shown as would prevent the complainant from suing for unfair 
competition. 

The testimony shows that the complainant’s label came into 
use some six months before that of the defendants. It also 
shows that the engraving company which prepared the complain 
ant’s label designed that of the defendants. The inference is 
strong that the latter was actually copied from the former, and 
this inference is supported by comparing them. Each label is a 


rectangular design, having a diagonal black band with white 


‘script and triangular red panels. There is nothing to show 


that the defendants themselves knew at first of any similarity in 
the labels, but they were notified afterwards and continued the 
11Se. 

In our opinion the evidence is insufficient to show actual 
deception. Such proof, however, is not necessary. The ques- 
tion is whether the natural and probable result of the use by the 
defendants of its label will be the deception of the ordinary 
purchaser, making his purchases under ordinary conditions— 
whether there is a degree of similarity calculated to deceive. An‘l 
we think there is such similarity. It seems clear to us that the 
general impression made by the defendants’ label upon the eye 
of the casual purchaser would be likely to result in his confound- 
ing the defendant’s goods with those of the complainant. 


We conclude that the complainant is entitled to relief against 
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unfair competition, and consequently the decree appealed from is 
reversed, with costs, and the cause remanded, with instructions 
to decree for the complainant. 





B. V. D. Co. v. KoMMEL, et al. 
200 Ked Rep., 559. ) 
Second Circuit, November II, 1912 


1. INFRINGEMENT—NEW York PENAL Law 
The words “labels, marks or names,” in § 2354, Sub. 6 of the New 
York penal law refer to marks in which the manufacturer has a special 
right, that is, either trade-marks or marks which are entitled to pro- 
tection on analogous principles 
2. INJUNCTION—ORLITERATION OF IDENTIFYING MARKS 
The above provision of the statute does not warrant the issuance 
of an injunction, to prevent the sale of goods upon the bare proof 
that identifying numbers have been erased therefrom. 


Appeal from an order of the district court of the United 
States, southern district of New York, granting a preliminary 
injunction. Reversed. 


Dos Passos Bros., of New York (Louis S. Posner, of coun- 
sel), for appellants. 
H. von Briesen, of New York, for appellee. 


Before LAcomBE, Coxek, and Noyes, Circuit Judges. 


Noyes, Circuit Judge——The district court did not place its 
decision upon general equitable principles, but held that the de- 
fendants had violated a statute of the state of New York, and 
for that reason granted a preliminary injunction. 

The relevant portions of the statute in question (New York 
penal law, § 2354, subd. 6) are as follows: 


“A person who * * * knowingly sells, offers or exposes for sale, 
any goods which are represented in any manner, by word or deed, to be 
the manufacture, packing, bottling, boxing or product of any person, firm 
or corporation other than himself, unless such goods are contained in the 
original packages, box or bottle and under the labels, marks or names 
placed thereon by the manufacturer who is entitled to use such marks, 
names, brands or trade-marks * * * is guilty of a misdemeanor.” 


This statute has been construed by the New York courts 
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as being a statute for the protection of the public and the owner } 
in the use of trade-marks, and with respect to this particular pro 

)5 ; 


vision the New York Court of Appeals, in People v. Luhrs, 1 
N. Y., 380, 89 N. E., 172, 25 L. R. A. (N. S.) 473, said: 


‘The part thus quoted prohibits the sale of goods, protects 
ful trade-mark, which are represented to be the manufacture ( 
unless they are contained in the original package and under the lab 
placed thereon by the manufacturer. In other words it prohibits the s 
of goods represented to have been made by the owner of the tr 
except as contained in the riginal package and as put up | 
his | | 
lis ft 


So in People v. Hoffheimer, 110 App. Div., 423, 425, 42 


97 N. Y. Supp., 84, 85, the court said: 


l} MUTpPOSeE f the stat ( t vas t rotect the 
trade-marks by making it tos iffer or expos . 
MOMS ered D i trade-marl el other 1 ess the ¢ 5 
sol ffered or exposed for sale were ined th wckage 
ey were put up by the m1 ture had there: e lab 
l ( STIL Lg Tile I¢ ch tne 1 ractut cs 
G Bg ve known a tro 
It seems clear then that the “labels, marks or names” whi 


manufacturer “is entitled to use” upon his packages and t 
which the statute refers are not mere identifying numbers. |! 


Is no more entitled to usc 


numbers than any other person 
The marks which come within the statute are those which tl 


nanufacturer has some special right in—his trade-marks, or 
] 


not technical trade-marks those which are entitled to protec 
upon similar principles. 

In the present case, there is no contention that t m1 
plainant’s trade-marks were obliterated. All that. the affidavits 
disclose is that the defendants sold several boxes of the con 
plainant’s goods which did not bear upon the bottoms thereof 
certain identifying marks or numbers employed by the con 
plainant upon its package: apparently such numbers had been 
obliterated. The facts, in our opinion, fail to present a cas 
within the statute. 


lM, 


sued not being well founded, the order must be reversed unless 


ground upon which the preliminary injunction was ts 


we are of the opinion that its issuance can be justified upon gen 
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| eral equitable principles affording protection against fraud. No 
question of trade-mark infringement or unfair competition is 
involved. And while a majority of the court are not disposed to 
question the contention of the complainant that it might be en 


titled to some degree of protection in the use of identifying num 


' bers, it is not thought that the facts presented by the affidavits 
\' make out so clear a case that the issuance of a preliminary in 

junction is warranted. All that appears is that defendants sold 

\j a number of boxes of the complainant’s goods to an un-ertain 

j number of retailers and that the identifving marks on such boxes 


had been obliterated. But there is nothing to show that the de 
fendants erased the marks or that they were erased while in 
their possession. There is nothing to show why the marks were 
obliterated or to negative the possibility that they may have been 
erased for a legitimate purpose. Finally, there is nothing to 
show that substantial future injury is threatened. All these things 
may be established upon final hearing, but the present record is 


' too meager. 


It being impossible to sustain the preliminary injunction on 
the ground upon which it was issued, and the majority being un 
able to sustain it upon general principles as applied to the fact 
shown, the order must be reversed with costs, and it is so o1 


dered. 


UNITED STATES DISTRICT COURT 


Sayre, cf al. v. McGintit Ticker Punca Co. 


ee 


m0) Fed Rep., 7/1 ) 
Northern District of Illinois, October 3, 1012. 


UnNrFAtR COMPETITIOS PLEADING—JOINDER OF ACTIONS 
\ cause of action for unfair competition may be joined with on 


for patent infringement, where they arise out of the same facts 
: UNFAIR COMPETITIO? PLEADING—SUFFICIENCY 
Allegations that defendant's acts lead purchasers of its goods to 
helieve that such eg ls are made under complainant’s patents and are 
of the same qualit s those of complainant do not state a cause ot 
action for unfair competition, since they show no confusion in the pub 
lic mind as to the source of defendant's goods 
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~ 


3. UNFAIR COMPETITION—PATENT 


INFRINGEMENT. 
Acts of imitation which 


constitute infringement of a patent 
can not be made the basis of a suit for unfair competition. The latter 
remedy is not cumulative. It must rest upon facts which would be a 
tionable after the patent has expired. 


In equity. On demurrer to bill. 
Minturn & Woerner, of Indianapolis, Ind., for complain 
ants. 


Brown & Hopkins, of Chicago, Ill., for defendant. 


Koursaat, Circuit Judge—Demurrer to amended bill. The 
bill, as amended, charges infringement of certain letters patent 
for ticket punch, also that defendant— 

“is guilty of unfair competition in trade, in that it has not only copied 
the element (elements) of a patented device, but the very form of it, 
taking advantage of the trade which has been worked up by the com 
plainants for it, and palming off its own product upon the public as that 


of your orators, and is continuing and threatens to continue said unlawful 


acts, has copied and is now copying, and threatens to continue 
to copy, the cuts and illustrations and printed matter of complainant, 
‘ and has placed no distinguishing mark, name, or address on its 


said ticket punches to indicate that they were made by the defendant, 
and because of each and all of the matters above complained of the trad 


and customers of complainant have been and will be led to believe that thi 
ticket punches sold by defendant are made under said patent 
No. 608,820, and are of 


the same quality as the ticket punches made and 
sold by complainants . 


Two grounds of demurrer are urged: (1) That the bill is 
multifarious, in that it joins a charge of patent infringement 
with one of unfair competition; and (2) that the allegations of 
the bill are not sufficient to sustain a charge of unfair competi 
tion. 


The objection of multifariousness has not been serious! 
pressed; defendant granting its reply 


matters arise out of the 


1 


brief “that, where both 

same acts and transactions,” the ob 
jection does not lie, citing //avens v. Burns (C. C.) 188 Fed.., 
441. and not attempting to deny that both matters do arise out 


of the same transactions. There seems to be no good reason 
why both charges can not be conveniently passed upon in a single 
suit, at less expense and annoyance to both parties than if divided 
Harper v. Holman (C. C.) 84 Fed., 


T 


»?2 


The greater part of the argument h 


as been directed to the 
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ae 


alleged insufficiency of the allegations of unfair competition; de- 


fendant contendin 


1c form of an article, 
petition in trade.” 


‘ 1] ’ 11 } ] . ] 
Likeness l 11h clemelts, Or evel ll tl 
m 


I 


The rule contended for can not be admitted without quali- 
fication: If a complainant should allege that it manufactured a 
patented device in a peculiar, arbitrary, or fanciful form (not 


necessarily such as might be protected by a design patent), and 


that such form had become known to the purchasing public as 


ee To 


indicating the origin or source of manufacture, it can hardly be 


doubted that the allegation would be sufficient to sustain a charge 
of unfair competition against one who copied such peculiar and 
distinetive form. 


ut complainants have not alleged that the distinctive form 


a a hain Bi Bonne 


in which their patented device is said to have been manufactured 
had become generally known to the trade as indicating goods 
of complainants, nor have they distinctly alleged that the copying 


by defendant of the form of their device results in confusion in 


a onipaneee i 


the public mind as to the identity of the source of manufac- 


ture of the goods. 


It would seem that the allegation that defendant is “palming 


off its own product upon the public as that of your orators” 
might be a sufficient charge of unfair competition, for unfair 


competition is defined as: 


“Passing off, or att pting to pass off, upon the public the goods or 
: usiness of one mat s being the goods or business of another” (28 
& Ene ka 4 ! L, | ed joo, citing | KF Sin ns Ved cine Co. 
| Vansfield Dri ‘enn., &4, 23 S. W., 165), and “‘to palm off’ 
: ins to impose by fraud; to put off by unfair means ” (Words 
nd Phrases Judiciall d ed, vol. 6, page 5159, citing Hobart v. Young, 

| Vt., 363, 21 Atl \., 69 


But complainant, summarizing the effect of the alleged 


wrongful act, says: 


; 

: “Because of I 1 all of the matters above complained of [t. e., 
ipyving the form of tl levi palming off, ete., copying cuts, illustrations, 
nd printed matter, failing to place on its goods any distinguishing mark] 

the trade and customers of complainant have been and will be led to 





believe that the ticket punches sold by defendant are [not of complainant's 
' and are of the 





- . > > I faonte 
anufacture, but de ler said patents 
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same quality as the ticket punches made and sold) by complainants 
* * *? 

If the only effect of the acts complained of is that the public 
is led to believe that defendant’s punches are made in accordance 
with complainants’ patent, and are as good as those manufactured 
by complainants, it 1s clear that there is no confusion in the 
public mind as to the source of manufacture of defendant's 
goods, and consequently there is no unfair competition. 

The allegations of the bill as to unfair competition call for no 
redress Other than that which would be granted in a determina 
tion of the question of infringement. Injunctive relief in a case 
of unfair competition is not a cumulative remedy with infringe 
ment. It should not be decreed for any acts which would not 
constitute unfair competition after the patent had expired: When 
combined with a suit for infringement, as here, it must disclose 
a fraudulent appropriation of those insignia or arbitrary features 
of the device of the patent which do not enter into the question 
of infringement, but which are used to gain for the manufac- 
turer and seller a reputation and good will, aside from the pat 
ent monopoly. It would reach advertising matter calculated to 
deceive in that respect. Therefore, while it is conceivable that 
the two causes of action may be joined, practically there would 
seem to be little need of resorting to such practice. 

In the present case, as stated, were the injunction granted 
it would, theoretically, at least, have the effect of prolonging the 
monopoly of the patent, whether sustained or not, for an un- 
limited period. As was said by the court in Singer Mfg. Co. v. 
June Mfg. Co., 163 U. S., 169, 16 Sup. Ct., 1002, 41 L. Ed., 118: 


“It follows as a matter of course that on the termination of the pat 
ent there passes to the public the right to make the machine in the form 
in which it was constructed during the patent.” 


That “form,” it seems reasonable to conclude, would cover 
the essential, but not the arbitrary, characteristics (as ornamenta 
tion, etc.) of the device, the appropriation of which would in 
dicate an intention to convey the impression that the new article 
was the actual product of the patentee—that its workmanship 
was the result of his skill and carefulness. 
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It is thus evident that the demurrer to so much of the bill 
as seeks to restrain unfair competition is well taken. 


The demurrer is sustained. 


COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 


IN RE WESTERN ELeEcrRic COMPANY 


sa? 6€) «.. BEA 
Me enrbe ; 20, 1912. 
Descriptive Tere PHONE” OR TELEPHON SWITCHING .\p 
PARATUS 
The word “Inter-Phone” was properly refused registration as a 
trade-mark for telepl switching apparatus, since it is descriptiv: 
of the character of the goods upon which it 1s used 


Kor opinion of the commissioner of patents, see Reporter, 


Wr. De Witt C. Tanner, Mr. B. R. Johnson, and Mr. Reeve 
Lewis, for the appellant. 


Wr. Robert F. \Whitehead, for the commissioner of patents. 


! 
| 
Robe, |.—This is an appeal from a decision of the commis 


sioner of patents (173 O. G., 280) refusing to register the word 


/ 
“Inter-Phone” as a trade-mark for telephone switching appar 
atus. 

We agree with the commissioner that the mark is descriptive 
of the character of the goods upon which it is used, and hence 
within the prohibition of section 5 of the trade-mark act. (Win- 
chester Repeating Arms Co. v. Peters Cartridge Co., 30 App. D. 


Rae 505; re Central Consumers Co., 32 \pp. De hs, 523; im re 





Freund Bros. Co., 37 App. D. C., 109.) It is apparent from an 





examination of appellant's application for registration and an 





analysis of the mark that it was selected because it so aptly in 





dicates to the public the use to which the goods bearing it are 





to be put. The decision is affirmed. 








EERO 


Oe 


| 
1 


See 


— 


(ele) PHE TRADE-MARK REPORTER 
COMMISSIONER OF PATENTS 


Tue Irisn INpustrrrAtl DEVELOPMEN’T ASSOCIATION v. BARRETT’ 


(186 O. G., 707.) 


January 8, 1912. 


1. OpposittTioN—OPPONENT’S RIGHT TO REGISTRATION, 


It is not necessary to sustain an opposition, that the opponent be 

entitled to register the mark. It is sufficient that the mark should have 
been used in some manner analogous to trade-mark use and that the 
opponent would sustain or be likely to sustain actual 
registration of the mark by another 

2. Goods OF THE SAME DESCRIPTIVE PROPERTIES 


damage by the 


Collars, coats, trousers, and vests constitute goods of the same de 

scriptive properties as shirts and materials from which suits are made 
3. OPPOSITION—EVIDENCE. 

The mark of The Irish Industrial Association, as indicating goods 

made in Ireland, was known in this country prior to the time that 

applicant claimed to have adopted a substantially similar mark. 


Regis 
tration was therefore properly 


refused to the applicant. 


Messrs. Rosenbaum ¢> Stockbridge, for The Irish Industrial 
Development Association. 
Mr. Samuel S. Gobin, for Barrett. 


Moorté, Commissioner.—This is an appeal from the decision 


of the examiner of interferences sustaining the Opposition and 


adjudging that Barrett is not entitled to the registration for which 
he has made application. 


The mark shown in Barrett's application is as follows: 





When the application was filed this mark contained in the 
space between the two circles certain words in Gaelic script, 
which, translated, mean ‘Made in Ireland.” 


The examiner re 
jected the mark on the ground that these words had a geo- 
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Development Is the ow ner of 
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and that articles of clothing of 


€-mark in |] 
and sold 


Various descri 
under said trad reland have Year Igoo, 
e€xported to Within the | of America. 
said trade-mark attixed thereto. The notice further 
the mark of Barrett IS identical] with the 

tion and that ¢ ser would be 
a certificate of registrat 
It appears 
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tions Manufactty 
been, since the 
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Ion to Barrett. 
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ie 
lustrial Deve] 
ing the taking of 
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issuance «, 


Memorandum 
Opment 


of association of The 


filed as an exhibit dur 
who is the 
Objects for 


Association. 
testimony 
association, that 
lished were the 


of Riordan. 
among the 
follow Ing: 


secretary of 


Which jit Was estab- 


'T) to promote Irish trade and 
Irish commerce; (2) to IMpress on the public the importance of 
using Trish-made f00ds; (3) to take all necessary or advisable 
‘teps to aid and make known soods made in I 


reland which 
Worthy of th 


examine al] Such 


Manufacture. 
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use such trade-mark as 
complete control] 
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terms 


a general 
trade-mark 
trade-mark 


Over said 
SONS to use such on such 
as it May see fit. 


Riordan 


testified that The Irish Industria] Development 
\ssociation qd *S not manufacture or sell any goods and that 
its Principal busines 


Is the administration of the Irish trade- 
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mark, considering applications from Irish manufacturers for the 
use of such trade-mark and, when satisfactory, granting them 
permission to use it, seeing that this permission is not misused, 
and taking legal and other proceedings against those detected in 
applying the mark to goods not made in Ireland. 

It is contended on behalf of the applicant that the opposi 
tion has no standing, since the opposer never acquired ownership 
of the mark, as it is not engaged in trade, and never applied the 
mark to the goods. 

It is well settled, however, that it is not necessary in order 
to sustain an opposition that it should appear that the opposer is 
entitled to register the mark. (Lang v. Green River Distillin 
Co., 148 O. G., 280, 33 App. D. C., 506; Natural Food Co. v. Iil- 
liams, 133 O. G., 232, 30 App. D. C., 348; Johns-Manville Co. \ 
American Steam Packing Co., 145 O. G., 257, 33 App. D. C.. 
224.) It is sufficient that the mark should have been used in 
some manner analagous to trade-mark use and that the op 
poser has such an interest therein that he would sustain or be 
likely to sustain actual damage by the registration of the mark 
by another. 

That the marks are so similar that their simultaneous use } 
different manufacturers would be likely to cause confusion in the 
trade is obvious from a comparison thereof. The only difference 
between them is that the mark now sought to be registered does 
not contain the Gaelic words meaning ‘“‘Made in Ireland,” al 
though the specimens filed with the application showing how this 
mark is actually used contain these words. 

Riordan points out in his testimony that should the ma 
be placed in general use on goods other than those made in 
Ireland the opposer would be unable to maintain the objects for 
which it was created. Should the applicant be permitted to 
register the mark, he would thereby be in position to bring suit 
against those to whom the opposer granted the right to use such 
mark and to stop the importation of goods covered by the regis 
tration bearing the Irish trade-mark. It is held, therefore, that 
the opposer has established such an interest in the mark as to giv 
it a standing in the opposition. 
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The application of Larrett sets up as the goods to which the 
mark is applied “collars, coats, trousers and vests.” In his tes 
timony he states that he did not intend this application to covet 


linen collars, but referred to detachable storm-collars sometimes 





laced on clothing. 


iw of the examiner of interferences that the goods 


The holdit 

set up by barrett 111 1s applicati n are of the same descriptive 

yperties as shirts and material from which suits of clothes are 
de is believed to be learly right. 


Che testimony offered on behalf of the opposer has been ful 


| 


net: 


analyzed by the examiner of interferences, and it is sufficient 
state that, as held bv him, it establishes that the mark and i‘s 
gnit icance as indicating Irish-made goods was, as applied 
shirts and suitings, known in the United States as early as 1908 


) 
, 


; ae 
In his application for registration, Barrett alleges use of the 


ark since August 10, 1909. In his direct testimony he stat 
that he had used it since the latter part of the first half of 1909 
Subsequently he stated on cross-examination that he had us 
it some nine or ten months previous to September, 1909, (NO 


S3:) but he could reason for this change of dates except 


w 


that he had-thought about the matter more since he testified 
direct-examination and had thought more correctly. 

\n examination Barrett's testimony shows that it is en 
titled t ittle. 1f anv, weight. Ile testifies positively of neve 


l eard ot thre S ( illed EFS! trade mark” before he 


i ean to use his mar! - but he P1VeSs no explanation of how | 
ppened to adopt this particular mark except that he originated 


it and adopted it because it is simple and plain. (QO 9g; NOs 


69-73 The specimens filed with his application for registra 
I mtain, as above stated, the Gaelic words meaning “Nac 

Ireland.” and when asked about this Barrett denied that he 
ever had any labels printed having these words on them. Fur 


1 


hermore, when asked | vhom the labels were printed he stated 





had emploved so manv printers that he could not enumer- 
m{ AO rn | after having named one, stated that he 


Ud name no more because they had gone out of business 


' 


farrett could have 





as 
vithout hav 
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ing seen the “Irish trade-mark” is incredible, especially in view 
of his testimony about the words in Gaelic script which appear 
on the Irish trade-mark and which also appear on the specimens 
filed with Barrett’s application. 

Hogan testifies to having bought a suit of clothes having the 
mark thereon shown in Barrett’s application in 1909. He fixes 
this date (XQ 68) as being along April, 1909; but he gives no 
particular means for fixing the date. Davis testifies to having - 
bought a suit of clothes bearing this mark in the last part of 
1908 or 1909; but he has no memorandum or other means for 
fixing this date, and in answer to cross-question 15 says that it 
was in the winter or spring. Williams testifies that he bought 
a pair of pants in 1907 having this mark on them; but he does not 
undertake to fix this date except by memory. 

This testimony is clearly insufficient to establish a use by Lar 
rett prior to the latter part of 1908, when goods of the same 
descriptive properties as those specified in Barrett’s application 
and having thereon the mark of The Irish Industrial Associa- 
tion were introduced into this country. 

The mark sought to be registered by Barrett had, therefor 
prior to his date of use acquired such a significance in the United 
States that if the mark was used by Barrett on goods made in 
Ireland it was descriptive of the goods to which it was applied. 
If, on the other hand, Barrett never applied and never intended 
to apply the mark to Irish-made goods (Barrett’s record, QO 33: 
XQOs 74 and 122) his use of the mark was deceptive. In neither 
case is the mark registrable to Barrett. 

The decision of the examiner of interferences sustaining the 
opposition is affirmed, and it is held that Barrett is not entitled to 
the registration for which he has made application. 

In RE AtArt & McGutre CoMPAny. 
(186 O. G., 203.) 
December 26, IQI2. 
1. ASSIGNMENT—RECORDING. 


An assignment of a trade-mark is not recordable which, while 
purporting to convey the good will of the business, obviously retains 
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the assignor a business not segregable from that attempted to 
transferred. 


» ASSIGNMENT RECORDING 


\n assignment of a registered trade-mark can not be refused 


record merely because it does not transfer the good will of the business 
as to all the goods set up in the registration, where the goods men 
tioned in the assignment are so different from the other goods named 
the certificate that the business in the one 1s segregable trom that 
the other. 
3. ASSIGN MENT—RECORDING 
\Where upon presentation an assignment is refused record, but su 
sequently 1s ordered to be recorded, the assignment can not be recor 
nunc pro tunc as of the date of its first presentation 


Messrs. Fraser, Turk & Myers, for the petitioner. 


Bintines, First Assistant Commissioner.—This is a petition 
that the assignment division of the patent office be instructed 
to record an assignment filed by said petitioners as of the first 
date of its presentation. This date was August 13, 1912. 

This assignment purports to convey certain rights in 
trade-mark which was registered on June 30, 1906, certificate ot 
registration No. 28,485. The chief of the assignment division 
refused to record the assignment on the ground that it did not 
transfer the “entire business.” 

It is well settled that a trade-mark can not be assigned ex- 
cept in connection with the good will of a business. In the case 
of Independent Baking Powder Co. v. Boorman (175 Fed. Rep., 
448) the court after discussing at some length the question of as- 
signments said: 

It is sufficient to say in this connection, however, that the assignor 
can not, after the assignment, continue the same identical business and 
at the same places as before, under unassigned trade-marks, and at 
the same time authorize his assignee to conduct the same business else 
where under an assigned trade-mark. In either case the same business 
would be conducted. (P. 454.) 

Section 10 of the trade-mark act states that every registered 
trade-mark and every mark for the registration of which appli- 
cation has been made, together with the application for regis- 
tration, shall be assignable in connection with the good will of 
the business in which said mark has been issued. After stating 
that such assignment must be by an instrument in writing and 

luly acknowledged the section requires the commissioner to keep 


a record thereof. 
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It is believed that this office is justified in refusing t | 
an assignment which while purporting on its face to convey the 
good will of the business obviously retains to the assignor a busi- 
ness not segregable from that attempted to be transferred. It 


is not believed, however, that this office can refuse to record 


an instrument purporting to transfer a registered trad 


Cie 


and the good will of the business in which it has been used on 
certain specified goods merely because the goods constitute only 
a part of the goods specified in the certificate where the goods 
mentioned in the assignment are so different from the other 
goods named in the certificate of registration that the business in 


the one is segregable from that in the other. 


In the present case, the trade-mark was registered for the 

following goods: canned fruits, vegetables, fish, extracts. Ive, 
Ss OS s 

ay 

Ci 


eese, baking powder, olives, cigars, starch, dried fruit 


it~ mec} 


and birdseed. 


The assignment purports to transfer to the petitioner the 
entire right, title, and interest in and to the trade-mark as ap- 


plied to pickles, catsup, capers, salad oil, olive oil, olives, vinegar 


sauces, relishes, and mustard, and in and to the good wath of th 
business of making and selling the said goods to which the trade- 
mark is or has been applied. 

Krom a consideration of the goods set up in the registra 


tion and those covered by the assignment, it seems clear that the 


assignors are not attempting to retain to themselves a business 

which is not segregable from that transferred to the assignees. 
The office should refuse to record an assignment only where 

it appears that the business attempted to be assigned is not se- 


q° 


In reaching this 
conclusion all reasonable doubts should be resolved in favor 


gregable from that retained by the assignor. 
ot 
recording the assignment. As stated above, it is not believed that 
the office is justified in refusing to record an assignment which 
would otherwise be recordable, merely because it does not include 
all the goods set up in the certificate of registration. Umnquestion 
ably the registrants could have originally registered this mark for 
cigars and also have registered it for canned fruits, and the fact 
that they had obtained such a registration for cigars would not 
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i ) 
have prevented them from transferring, or afford any ground f: 
the office to refuse to record an assignment of, the mark and 


os 


he good will of the business as applied to canned fruit. 
The petition also requests that this assignment be recorded 


fiows 
how- 


nunc pro tune as of its first date of presentation. This, 


ever, can not be done. The records of assignments are ar- 
ranged chronologically and searches made and abstracts of titles 
furnished since the 13th of August, 1912, would not disclose 


or include the assignment in question, and to now record this as- 
sigsnment nunc pro tunc would be, in effect, to falsify the records. 
So far as the delay in recording the assignment is concerned, it is 
to be noted that the last letter refusing to record this assignment 


is dated August 27, 1912, whereas the present petition was not 


an) / 
fled until November 15, 1912. The assignment will be re 
rded as of the dat f this decision. Phe chief of the assign 
ment division will cause a note of this decision to be made on 


the “Digest of Assignments” in recording this assignment. 


It is to be further noted that in the petition it is stated that 


1 


the examiner of trade-marks will not recognize an assignment 
unless it has been recorded, and therefore unless this assignment 
is recorded the rejection of the petitioner's application in view of 
the registered mark, which has been assigned, would not be with 
drawn. 

This statement is in error, since the question of title can be 


established sufficiently to justify the withdrawal of the rejection 


1 


by fling other proof of the transter than that furnished by the 


recording of the assignment. 


1 


The petition is granted to the extent indicated. 


» 
) 


nbs Company v. J. C. Bratr Company. 
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Ing, respectively, of two pieces of ribbon crossing each other at right 
angles, with a knot of ribbon and a spray of flowers at the point of 
intersection, a bow of ribbon printed over daisies and the word 
“Lieben,” and a medallion suspended by a knot of ribbon and_ th 
words “Blue Ribbon printed below the same. 
Mr. Horace L. Beall, tor The Reynolds & Reynolds Com- 
pany. 
VWessrs. Arthur C. Fraser & Usina and Messrs. Fraser, Turk 
‘> Myers, for J. C. Blair Company. 


BILLINGS, First Assistant Commissioner.—This is an ap- 
peal by The Reynolds & Reynolds Company from the decision 
of the examiner of trade-marks denying its motion to dissolve 
the interference upon the ground that no interference in fact 
exists, for the reason that the marks of the respective parties are 
dissimilar. 

The mark of The Reynolds & Reynolds Company repre 
sents a badge consisting of a straight piece of blue ribbon fringed 
at the bottom and bearing near the bottom a red seal. 

The J. C. Blair Company is involved in the interference upon 
the following three marks—namely, that of application No. 35,- 
494, consisting of the representation of two pieces of ribbon 
crossing each other at right angles, with a knot of ribbon and a 
spray of flowers at the point of intersection; that of application 
No. 35,507, consisting of the representation of a bow of ribbon 
printed over daisies and having the word “Lieben” printed across 
the top of the bunch of daisies, and that of application No. 35,- 
464, representing a medallion or cameo bearing the picture of 
a woman's head, suspended by a knot of ribbon, and the words 
“Blue Ribbon” printed below the cameo. 

Counsel for The Reynolds & Reynolds Company insists that 
its mark is a badge. Its application describes the color of the 
ribbon as blue, and the examiner expressed it as his opinion 
that the goods bearing this mark might very well be known as 
the “blue ribbon brand” and that it would lead to confusion with 
the marks of the other party. 

No similarity is found to exist in the design of the mark 
of The Reynolds & Reynolds Company and that of any of the 
marks of the J. C. Blair Company. In none of the marks of the 
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J. C. Blair Company does color form an essential feature of the 
mark; but, even if it did, in the absence of any similarity in the 
symbols or designs of the marks of the respective parties with 
which the color is connected there would be no interference in 
fact. (Leschen Rope Co. v. Broderick, 201 U. S., 166; im re 
Waterman, 152 O. G., 232, 34 App. D. C., 185; im re American 
Circular Loom Company, 126 O. G., 219:, 28 App. D. C., 450.) 

Although the mark of the J. C. Blair Company's application, 
No. 35.404, has printed below the design the words “Blue Rib- 
bon,” while the application of The Reynolds & Reynolds Com- 
pany states that the ribbon of its mark is blue, it is not thought 
that this fact, in the absence of any similarity in the designs, 
affords sufficient basis for the holding of the examiner that con- 
fusion would be likely to result from the use of the marks of the 
respective parties. 

The decision of the examiner of trade-marks is accordingly 
reversed. 


EX PARTE, EISENSTADY MANUFACTURING COMPANY. 
186 O. G.. 790. ) 
January 3, 1913. 


DESCRIPTIVE TERM—“Bona Fine.” 

The words “Bona Fide” for music-boxes, watches, ete., are prop- 
erly refused regist-ation as a trade-mark, since these words indicate 
to the average purchaser that the goods upon which they are placed 
are genuine, and the mark is therefore descriptive. 


Mr. Edwin E. Huffman, for the applicant. 


BiLLInGs, First Assistant Commissioner.—This is an appeal 
from a decision of the examiner of trade-marks refusing to regis- 
ter as a trade-mark the words “Bona Fide” for music-boxes, 
watches, and clocks and movements therefor. 

As stated by the examiner of trade-marks: 

The expression “Bona Fide” literally translated means “good faith,’ 


and when affixed to goods sold will clearly indicate to the average pur- 
chaser that these goods are as represented, that is to say, genuine. 


\ technical trade-mark is an arbitrary word or symbol, and 
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because it is arbitrary the one who first adopts and uses the same 
In connection with any goods has the exclusive right to so con 
tinue its use. The statute provides that a mark is not regis 


trable if it consists merely in words or devices which are ck 


scriptive of the goods on which it is used or of the character o1 
quality of such goods, for the reason that it is clearly within the 


right of anv one to use a mark having this characteristic. It is 
clear that any one would have the right to mark his goods “bona 
fide.” inasmuch as these words are publici juris in that they are 
descriptive of the character or quality of the goods upon which 
they are used. Under such conditions the trade-mark act, section 


5. prohibits the registration. 


he decision of the examiner of trade-marks is attirmed 


Dickst oF MANUscRIPT DECISIONS. 
Descriptive Terms ° 


he words “Cob Cut” is unregistrable for canned corn, be 


cause descriptive of the goods. The method of removing corn 


from the cob by cutting is well known. (') 
The words “Liver-Rite” for a remedy for diseases of the 


t 


liver, is not registrable as a trade-mark, being plainly descrip- 





tive of the goods (citing: /n re Anti-Cori-Zine Chemical ( 
151 ©. G., 452, 34 App. D. C., ror; im re Seamless Rubber ( 
53 O. G,, §47, 34 App. D. C., 


<5) (2) 
ss Fe 


ty) 


\n application to register the word “Sweeper-vac” for 
‘uum cleaners was rejected by the examiner, first, because the 
name was descriptive oft the goods to which it was applied ; sec 
QO} dly, because the word “Sweep r-vac’ too ne irly resembled the 
registered mark ‘“\Vacuna.” 
The commissioner holds that the mark, “\Vacuna.” does 
not so cle sely resemble the word ““Sweeper-vac’ as to cause ¢ 
Fusion. On the first point, he holds that, while the compound 
word “Sweeper-vac,’ suggests the word “Vacuum,” it has no 


recognized meaning in the English language. It also apvpeared 
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/ 


that the word “vac” had been used as an essential feature of 


other marks, such as “\Vae-O-Vac,” and “Pneuvac,” both regis- 
tered for vacuum cleaners. Inasmuch as the applicant had filed 
an affidavit specifically disclaiming exclusive right to the use of 
the words “vacuum sweeper, vacuum carpet sweeper, or suc- 
tion sweeper,” stating also that the word “Sweeper-vac™ is not, 
and will not be held to be infringed by the use by others of the 


words above mentioned, the commissioner ruled that any doubts 


1 
| 
l 


should be resolved in favor of the applicant. and that registra 


~s 


tion should be granted. (*) 


The words “Tip-Top” are unregistrable for nipples of water 
bags, douche bags and fountain syringes. The mark is deserip- 


tive of the character or quality of the goods. The Century and 


g 
Webster dictionaries each define the term as descriptive of ex- 
cellence, “the very best.” The contention of the applicant was that 
the words were defined rather as a colloquial expression, than 
as a recognized word of the language. (*) 

A trade-mark consisting of the word “Tirenew” is un 
registrable for a preparation or compound used in coating vehicle 
tires. It would obviously be understood to indicate that the 
preparation was calculated to make tires look new. The ques 


tion whether the word was pronounced as “tire renew, or “tire 





new,’ was immaterial, since the labeis filed with the application 
bore the phrase “Makes tires look new” (citing: /n re <nti- 
| g 

\ Cori-Zine Chemica ipany, 151 O. G., 452; 34 App. D. C., 


i Gy ae pee 


The mark “Ti-Tite” is unregistrable as applied to tape. for 


the mark is descriptive of a characteristic or quality of the goods. 
It is an obvious misspelling of the words “tie tight.” and in- 
dicates that the tape so marked will tie in a hard or tight knot. 


If not descriptive, the mark is deceptive (citing: /n re Scam- 
less Rubber Co., 1515 O. G., 547; 34 App. D. C.. 1357). (7) 


Registration was refused of a mark consisting of the repre- 


sentation of a boy on horseback throwing a lariat, a portion 
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of which formed the word “Scout,” as a trade-mark for leather 
and canvas shoes. A co-pending application to register the 
words “Boy Scout” alone for shoes was held unregistrable, as 
the mark first cited was clearly an equivalent of those words, and 
was no more registrable as a trade-mark than were they. 

The words “Boy Scout” are unregistrable, first, because the 
mark is the name of an organization not distinctively displayed; 
secondly, the mark is either descriptive or deceptive. The organ- 
ization of the Boy Scouts is well known in the United States and 
England and the mark would imply that goods bearing it had 
received the approval of, and were satisfactory to the officers of 
the organization. If such is not the case, then the mark must 
be deceptive. Whether the mark at issue resembles the uniform 
of this organization is immaterial, since the mark would still 
convey to the minds of the public that the goods bearing it were 
approved by the Boy Scouts of America. (*) 


Proper Names 


A trade-mark for machinery packing, consisting of a large 
capital “D,” with a band extending from the lower left-hand to 
the upper right-hand corner thereof, on which the letters 
“a-n-i-e-l" appeared, is sufficiently distinctive in appearance to 
Warrant registration, notwithstanding the fact that the letters 
form the name of the applicant. The whole effect of the mark 
is to emphasize the general design, rather than the surname. (?) 

\ mark consisting of a broken circle forming the capital 
letter “O,” the four equal segments whereof form two crescents 
enclosing a Greek cross, on each arm of which are shown the 
letters “‘l-i-v-e-r-,” is registrable. The surname is_ sufficiently 
distinctive in form for registration. Moreover, it does not con- 
flict with four prior registered marks consisting respectively of 
the words “Oliver South Bend Plow,” “The Oliver’ and the 
word “Oliver,” alone, under the ten-vear clause. 

Although the opposer introduced evidence to show that 
there had been confusion in the trade, customers buying ap- 

1) Ex parte, The Excelsior Shoe Co., Sept. 20, 1912 


1 


2) Hx parte, Charles A. Daniel, Oct. 10, 1912 


if 
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plicant’s plows, believing them to be the opponent’s product, it 
appeared that this confusion was caused by the use of the word 
“Oliver” branded in ordinary type on the plow-handles, rather 
than by any similarity in the respective trade-marks (citing: Jn 
re Artesian Manufacturing Co., 156 O. G., 988, 37 App. D. C., 
113; ex parte Polar Knitting Mills, 154 O. G., 251; Layton Pure 
Food Co. v. Church & Dunight Co., 182 Fed. Rep., 24 5 4 1. Leschen 
& Son Rope Co. v. Broderick & Bascom Rope Co., 164 O. G., 
977, 36 App. D. C.. 451). 4 

The word “Panhard” is properly registrable for oils and 
greases. The fact that the word is the name of a Frenchman, 
famous as an early inventor of automobiles, does not preclude 
the mark from registration, inasmuch as the name is an exceed- 
ingly rare one. Iurthermore, the inventor Panhard, is now dead, 
and as the claims of the applicant to a property right in his name 
as a trade-mark have lately been upheld by the supreme court, 


there are no grounds for refusing registration. (+) 
Res Adjudicata 


An opposition was filed by McCleary, Wallin & Crouse to 
the registration for the Bigelow Carpet Co. of the word ‘“‘Im- 
perial” for Axminster carpets, on the ground that the opponent 
was the owner of the mark “Imperial,” as applied to rugs, and 
had used the name prior to its use by the applicant. The latter 
alleged in reply that the opponent had never used the “Imperial” 
trade-mark on any other product than the particular and dis- 
tinctive articles, known as “Smyrna Rugs,” and denied that Ax- 
minster carpets are goods of the same descriptive properties 
with rugs, or that the contemporaneous use of the mark on the 
two articles would be likely to cause confusion. 

Subsequently to the institution of the opposition proceeding, 
an interference was declared between an application by McCleary, 
Wallin & Crouse, for the registration of the trade-mark “Im- 
perial” for rugs, and the application of the Bigelow Carpet Co. 

(1) Oliver Chilled Plow Works v. The Wm. J. Oliver Manufactur- 


ing Co., Aug. 23, 1912 
(2) Ex parte, George A. Haws, Dec. 3, 1912 
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In this interference the latter company stipulated that McCleary, 
Wallin & Crouse were entitled to judgment of priority in the 


‘ 


use of the trade-mark “Imperial” for rugs, and consented to judg- 
ment accordingly awarding registration of the mark for rugs to 
them. 

\fterward a stipulation was filed in the opposition proceed- 
ing, that the notice of opposition between the parties be with- 
drawn, and the.examiner of interferences be authorized to enter 
judgment that the Bigelow Carpet Co. was entitled to register the 
mark “Imperial” for carpets. The examiner, however, entered 
judgment sustaining the opposition on the ground that the right 
of the opponent to this mark was res adjudicata by reason of the 
decision in the interference. 

It is held by the commissioner that the decision by the ex 
aminer of interferences was right; that Smyrna rugs and Ax- 
minster carpets are goods of the same descriptive qualities, and 
that registration of the mark “Imperial” should not be granted 
for rugs to one party, and to another for carpets, notwithstand- 
ing the apparent willingness of the parties that such registration 


I 


be made. ‘=. 


IVhat ts a Trade-Mark? 


Petition of Loewenstein to cancel a trade-mark for tooth- 
picks. ‘The mark as registered consisted of two short parallel 
lines made up of transverse grillings or corrugations, connected 
by a longer line of such corrugations. The mark is embossed 
on paper tubes in which the toothpicks are inclosed. The pe- 
titioner alleged that the mark was not a trade-mark, but merely 
an incident to the teol work necessary in fastening the edges 
of the packages, and that it was used by a Paris manufacturer 
who exported goods marked therewith, to the United States, 
prior to the alleged date of adoption by the registrant. The 
petitioner alleged that he had been damaged by the registration, 
since goods shipped to him from abroad had been held up in 


the New York customs house at the instance of the registrant. 





It appeared that these lines of corrugation were nothing 
> > 


\1 1 


1) MeCleary, Wallin & Crouse v. Bigelow Carpet Co., Nov. 27, 101 
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more than lines made by a common method of closing the tubes, 
although the registrant testified that 1t was not necessary to use 

achine having corrugated seals to produce this impression, 
but that the tubes could be closed by pressure without corruga- 
lat the mark was but a feature incident to 
manufacture and not capable of adoption as a trade-mark. Kegis- 
5092 Was ordered to be canceled. (7) 


presentation of Goods 


\. @aark consisting of the representation of a pile of luggage 
on whith is the device of a globe bearing the words “Atlas Qual- 
ity, is registrable for suitcases, traveling bags, trunks and auto 
luggage. Registration was refused by the examiner on the 


ground that the mark consisted of the mere representation of the 
goods on which it was used, together with the descriptive word 
“Quality.” The examiner also ruled that the word “Quality” 


should be disclaimed or removed from the drawing as descrip 


The commissioner held that although the mere representa- 
tion of the goods 1s not a valid trade-mark, the present mark, 
taken as a whole, was of such an arbitrary character as to war- 
rant registration. The examiner erred, moreover, in requiring 
that the word “Quality” be disclaimed or removed from the 
drawing, as this word, used in connection with the word “Atlas” 
and the other features, is not so clearly descriptive as to require 
a specific disclaimer or removal from the drawing. ( Distinguish- 


ing Johnson v. Brandan, 139 O. G., 732; 32 App. D. C., 348.) (7) 
Conflicting Marks 


\ mark consisting of the word “Hi Lo” on a diamond- 
shaped background of bright red, surrounded by an inner band 
of black, and an outer band of bright red, is unregistrable for 


varnishes, wood fillers, stains and enamels, by reason of thirty 


prior registrations of marks for similar goods, consisting in part 


of the diamond-shaped figure. 
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To the contention of the applicant that no similarity existed 


between its mark and the prior registrations, as none of them 
contained the word “Hi Lo,” the commissioner said that if the 
diamond-shaped figure was considered an essential feature of 
the mark, registration must be refused, because of its near re- 
semblance to the registered marks cited; if, on the other hand, 
the diamond device had been so commonly used in the trade as 
to become publici juris, applicant was not entitled to include this 
feature as part of his mark (citing: Star Brewing Co. v. Val 
Blats Brewing Co., 165 O. G., 730; 36 App. D. C., 534). @) 

A mark consisting of the monogram “T. U. S. Co.” is con- 
fusingly similar to a mark consisting of a monogram of the let- 
ters “U.. TL” ©) 


Form of Mark 


The trade-mark shown in the original application consisted 
of an ornamental arch bearing the words “Welcome Arch.” 
Labels subsequently filed and which applicant stated showed the 
mark as used on the goods, bore a representation of an arch sim- 
ilar in outline to that shown in the drawing, but differing in 
almost all of the ornamental features and showing the single 
word “Welcome.” It was held that as the application was based 
upon the mark originally disclosed, the registration must be re- 
fused. The only remedy was to file a new application. (*) 

(1) Ex parte, Moeller & Schumann Co., Sept. 17, 1912. 

2) Underwood Typewriter Co. v. Universal Stenotype Co., Novem- 


ber & 1912. 
Ex parte, Scruby-Estabrook Mercantile Co., Dec. 11, 1912. 











The 
United States Trade-Mark Association 


Maintains the most complete bureau for the protection ot 


trade-marks in this, or in any country; 


Owns the largest library of trade-mark literature in the 


United States, and one of the largest in existence; 


Furnishes the most rehable intormation to be had, on any 


question of trade-mark protection; 
Registers trade-marks in all countries; 


Has proposed and passed legislation of inestimable value t 
trade-inark property, both in the United States and in foreign 


countries ; 


rnevs in protecting their clients’ interests 
THe Unitrep States TrapE-MArRK ASSOCIATION, 
32 Nassau Street, 


New York City 





